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DETAILED ACTION 

Response to Amendment 

Rejection of Claims 1 -1 0 as being unpatentable over JP 1 1 -21 8691 (cited by 
applicant, herein '218) in view of Heller (US 5849486) has been withdrawn in light of 
applicants' amendments. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ohkawa (US 5486337). 

With respect to instant claim 1 , Ohkawa teaches a droplet operation for biological 
and/or medical analysis comprising an insulating substrate (12), a plurality of electrode 
units (38 and 40) arranged on the insulating substrate (12). The electrode units (38 and 
40) are for controlling movement and stoppage of a droplet (24). (See Col. 2, Lines 28- 
50) The apparatus further comprises an insulating layer (refer to col. 6, Lines 66 to col. 
7, lines 1-4) covering an upper surface of each of the electrode units (38 and 40). The 
upper surface being opposite to a lower surface of each of the electrode units (38 and 
40) that is in contact with the insulating substrate (12). The apparatus further comprises 
a unit/pipette (60) that supplies the droplet (24) onto a surface of the insulating layer 
(refer to col. 6, Lines 66 to col. 7, lines 1-4). (See Figure 3) The apparatus further 



Application/Control Number: 10/525,521 Page 3 

Art Unit: 1797 

comprises a unit/voltage source (26) that applies an electric field to the electrode units 
(38 and 40) so as to control the droplet (24) on the surface of the insulating layer (refer 
to col. 6, Lines 66 to col. 7, lines 1-8). The apparatus further comprises a unit that 
measures a state of the droplet (24). (See Col. 2, Lines 52-55) According to col. 6, 
Lines 66 to col. 7, lines 1-8, the surface of the insulating layer is water repellent. 

With respect to instant claim 5, the apparatus further comprises a unit that mixes 
a plurality of droplets. Ohkawa teaches a reaction with other droplets which is 
equivalent to mixing a plurality of droplets. (Refer to col.1 , line 65) 

With respect to instant claim 6, the droplet (24) contains a cell or a microbe. 
(Refer to Col. 1, lines 1-25) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 2-4 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohkawa in view of Fisher (US 6589739). 

Refer above for the teachings of Ohkawa. 

Ohkawa fails to teach a unit that optically and telescopically measures an internal 
state of the droplet. Ohkawa further fails to teach a unit that measures fluorescence 
and absorbance intensity of the droplet. Ohkawa does teach that after the droplet is 
located it can be analyzed, treat or other wise dealt with as desired. (See Col. 2, Lines 
53-55) 

Fisher teaches an apparatus for analyzing droplet. The apparatus comprises 
optical and telescopic methods for measuring the internal state of a droplet on a 
substrate in order to observe the fluorescent signal of the droplet. (See Col 1 , Lines 1 5- 
25) (See Col. 4, Lines 43-52) 
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It would have been obvious to one having ordinary skill in the art to provide the 
device of Ohkawa with optical and telescopic units as disclosed in Fisher in order to 
observe the fluorescent signal of the droplet. 

Allowable Subject Matter 

7. Claim 1 1 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. Prior art fails to teach the surface of the 
insulating layer has a groove and a unit that supplies the droplet onto the surface of the 
insulating layer supplies the droplet to the groove on the surface of the insulating layer. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-1 1 have been considered but are 
moot in view of the new ground(s) of rejection. Refer to the above rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTI NAGPAUL whose telephone number is (571)272- 
1273. The examiner can normally be reached on Monday thru Friday (10:00-7:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jyoti Nagpaul/ 
Examiner, Art Unit 1797 



